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W REVERSE.
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BACKGROUND

The appellants' invention relates to a conbi ned dice and
card gane. Caim1l is representative of the subject natter on
appeal and a copy of claiml, as it appears in the appendix to

the appellants' brief, is reproduced bel ow.

Claims 1 through 20 stand rejected under 35 U.S.C. § 112,
second paragraph, as being inconplete for omtting essentia

steps, such om ssion anmounting to a gap between the steps.

Clainms 1 through 20 stand rejected under 35 U.S.C. § 112,
first paragraph, as based on a disclosure which is not

enabl i ng.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 11, mailed June 19, 1997) for the exam ner's conplete
reasoning in support of the rejections, and to the appellants

appeal brief (Paper No. 10, filed May 5, 1997) and anended
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appeal brief (Paper No. 12, filed July 25, 1997) for the

appel l ants' argunents thereagai nst.
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains and to the respective positions articul ated by the
appel l ants and the exam ner. As a consequence of our review,

we nake the determ nati ons which foll ow

Bef ore addressing the examner's rejections, we wll
initially direct our attention to appellants' independent
clains 1, 11 and 18 to derive an understandi ng of the scope

and content thereof.

Claiml recites:

In a nethod of playing a conbined card and dice
ganme, the inprovenent conprising the steps of:

(a) dealing to at | east one player at |east two
cards bearing indicia,;

(b) a player rolling at | east one die having faces
bearing indicia to establish a rolled point; and

(c) permtting a player to inprove a rolled point
upon achi eving a predeterm ned conbi nati on of said indicia of
said cards and said at |east one die.
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Upon reading claim1 in light of the specification, we
interpret "a player" recited in paragraphs (b) and (c) of
claiml1l to be the "at | east one player"” recited previously in
paragraph (a) of claiml1l. Simlarly, upon reading clains 11
and 18 in light of the specification, we interpret "a player”
recited in paragraphs (b) and (c) of clains 11 and 18 to be
the "at | east one player” recited previously in paragraph (a)

of clains 11 and 18.

Rej ection under 35 U.S.C. 8§ 112, second paragraph

W will not sustain the rejection of clains 1 through 20
under 35 U . S.C. 8§ 112, second paragraph, as being inconplete
for omtting essential steps, such om ssion anpbunting to a gap

bet ween t he st eps.

The second paragraph of 35 U.S.C. § 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the |anguage

enpl oyed in the clains nust be anal yzed, not in a vacuum but
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always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |evel of skill in the pertinent

art. | d.

An exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nore suitabl e | anguage or nodes of expression are avail abl e.
Sonme |atitude in the manner of expression and the aptness of
terns is permtted even though the claimlanguage is not as
preci se as the exam ner mght desire. |If the scope of the
I nvention sought to be patented can be determ ned fromthe
| anguage of the clains with a reasonabl e degree of certainty,
a rejection of the clains under 35 U.S.C. § 112, second

par agr aph, is not appropriate.

Wth this as background, we turn to the specific

rejection under 35 U.S.C. 8 112, second paragraph, made by the
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exam ner of the clains on appeal. The exam ner's statenent of
this rejection is as foll ows:

Clainms 1 through 20 are rejected under 35 U. S.C. § 112,
second paragraph, as being inconplete for omtting
essential steps, such om ssion anobunting to a gap between
the steps. See MPEP § 2173.05(1). The omtted steps are
for exanple in claiml, the steps required by one to

permt "a player to inprove a rolled point”". One cannot
performthe clained invention since one cannot be certain
of the steps required. 1In short, one nust |ook to [the]

pat ent specification and prosecution history since a
doubt exists as to scope of clainms. Wth such doubt one
cannot clearly determ ne what applicant regards as his

i nvention. [answer, p. 3]

We agree with the appellants' argunment (brief, pp. 9-13)
that the clainms under appeal do fully apprise those of
ordinary skill in the art of the scope of the invention
claimed, and thus satisfy the requirenment of 35 U S.C. § 112,
second paragraph, to particularly point out and distinctly
clai mthe subject nmatter which the appellants regard as the
invention. In this regard, we note, as did the appellants,

that breadth of a claimis not to be equated with

indefiniteness. See Inre Mller, 441 F.2d 689,, 169 USPQ 597

(CCPA 1971). Additionally, we see no basis for the exam ner
to conclude that the clains are inconplete for omtting

essential steps. MPEP § 2173.05(1) cited by the examner to
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support his position no |onger exists. However, the second

par agraph of MPEP § 2172.01 does state that
a claimwhich fails to interrelate essential el enments of
the invention as defined by applicant(s) in the
specification may be rejected under 35 U S. C. 112, second
paragraph, for failure to point out and distinctly claim
the invention. See In re Venezia, 530 F.2d 956, 189 USPQ
149 (CCPA 1976); In re Collier, 397 F.2d 1003, 158 USPQ
266 ( CCPA 1968).

Nevert hel ess, the exam ner has failed to cite any passage of

the specification or in other statenents of record that woul d

establish that any essential step has been omtted fromthe

cl ai ns under appeal. The nere fact that other steps have been

di scl osed in the preferred enbodi nrent does not render each and

every step thereof an essential step.
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Rej ection under 35 U.S.C. § 112, first paragraph
W will not sustain the rejection of clains 1 through 20
under 35 U.S.C. 8§ 112, first paragraph, as based on a

di scl osure which is not enabling.

An anal ysis of whether the clainms under appeal are
supported by an enabling disclosure requires a determ nation
of whether that disclosure contained sufficient information
regardi ng the subject matter of the appealed clains as to
enabl e one skilled in the pertinent art to make and use the
claimed invention. The test for enablenent is whether one
skilled in the art could make and use the clainmed invention
fromthe disclosure coupled with information known in the art

wi t hout undue experinentation. See United States v.

Telectronics, Inc., 857 F.2d 778, 785, 8 USPQ2d 1217, 1223

(Fed. Cir. 1988), cert. denied, 109 S.C. 1954 (1989); In re

St ephens, 529 F.2d 1343, 1345, 188 USPQ 659, 661 (CCPA 1976).

In order to make a rejection, the exam ner has the
initial burden to establish a reasonable basis to question the

enabl enent provided for a clainmed invention. See In re
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Wight, 999 F.2d 1557, 1561-62, 27 USPQ2d 1510, 1513 (Fed.
Cir. 1993) (exam ner mnust provide a reasonabl e explanation as
to why the scope of protection provided by a claimis not
adequat el y enabl ed by the disclosure). A disclosure which
contains a teaching of the nmanner and process of naking and
using an invention in terns which correspond in scope to those
used in describing and defining the subject natter sought to
be patented nust be taken as being in conpliance with the
enabl enent requirenent of

35 U.S.C § 112, first paragraph, unless there is a reason to
doubt the objective truth of the statenents contained therein
whi ch nust be relied on for enabling support. Assum ng that
sufficient reason for such doubt exists, a rejection for
failure to teach how to nmake and/or use will be proper on that

basis. See In re WMrzocchi, 439 F.2d 220, 223, 169 USPQ 367,

369 (CCPA 1971). As stated by the court, "it is incunbent
upon the Patent O fice, whenever a rejection on this basis is
made, to explain why it doubts the truth or accuracy of any
statenment in a supporting disclosure and to back up assertions
of its own with acceptabl e evidence or reasoning which is

i nconsi stent with the contested statenent. Oherw se, there
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woul d be no need for the applicant to go to the trouble and
expense of supporting his presunptively accurate disclosure.”

In re Mrzocchi, 439 F.2d at 224, 169 USPQ at 370.

Wth this as background, we turn to the specific
rejection under 35 U.S.C. 8§ 112, first paragraph, nmade by the
exam ner of the clains on appeal. The exam ner's statenent of
this rejection is as foll ows:

Claims 1 through 20 are rejected under 35 U.S.C. § 112,

second paragraph, as based on a disclosure which is not

enabling. Steps critical or essential to the practice of
the invention, but not included in the clain(s) is not

enabl ed by the disclosure. In re Mayhew, 527 F.2d 1229,

188 USPQ 356 (CCPA 1976). The scope of the clains goes

beyond the scope of the specification. [answer, p. 4]

We agree with the appellants argunent (anended brief, pp.
9-11) that the clainms under appeal are supported by an
enabl i ng disclosure. The dispositive issue is whether the
appel l ants' disclosure, considering the |evel of ordinary
skill in the art as of the date of the appellants'
appl i cation, woul d have enabl ed a person of such skill to nake

and use the appellants' invention w thout undue

experinmentation. The threshold step in resolving this issue,
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as set forth supra, is to determ ne whether the exam ner has
nmet his burden of proof by advanci ng acceptabl e reasoni ng

i nconsi stent with enablenent. This the exanm ner has not done.

A claimwhich omts matter disclosed to be essential to
the invention as described in the specification or in other
statenents of record may be rejected under 35 U. S.C 112,

first paragraph, as not enabling. Myhew, 1d. Such essentia

matter may include mssing elenents, steps or necessary
structural cooperative rel ationships of elenents described by
the applicant(s) as necessary to practice the invention.
However, in this case, the appellants have not onmtted any
matter fromthe clains under appeal disclosed to be essentia
to the invention as described in the specification or in other
statenments of record. As set forth previously, the exam ner
has failed to cite any passage of the specification or in

ot her statements of record that would establish that any

essential step has been omitted fromthe clains under appeal.

The nere fact that other steps have been disclosed in the
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preferred enbodi nent does not render each and every step

t hereof an essential step.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 1 through 20 is reversed.

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

| RWN CHARLES CCHEN )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LAWRENCE J. STAAB ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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